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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election of invention VI, claims 27-36 and 47-56 in the reply filed on 
December 24, 2008 is acknowledged. Because applicant did not distinctly and 
specifically point out the supposed errors in the restriction requirement, the election has 
been treated as an election without traverse (MPEP § 818.03(a)). 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on May 25, 2006, October 
23, 2006 and December 24, 2008 are in compliance with the provisions of 37 CFR 1 .97. 
Accordingly, the information disclosure statement is being considered by the examiner. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 27-36 and 56 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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6. The claimed limitation of "a material", as recited in claims 27 and 30, is unclear 
as to which material applicant refers. 

7. The claimed limitation of "an electron donor property", as recited in claim 30, is 
unclear as to which electron donor property applicant refers. 

8. The claimed limitation of "an electron acceptor property", as recited in claim 30, 
is unclear as to which electron acceptor property applicant refers. 

9. The claimed limitation of "the material", as recited in claim 33, is unclear as to 
which material applicant refers. 

1 0. The claimed limitation of "a part of the first layer comprises molybdenum oxide", 
as recited in claims 36 and 56, is unclear as how a layer can comprise two layers. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

12. Claims 27-32 and 34-35, as best understood, are rejected under 35 
U.S.C. 102(b) as being anticipated by Fujita et al. (6,566,807). 
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As for claim 27, Fujita et al. show in Fig. 9 and related text a light-emitting 
element comprising: 

a pair of electrodes 2/8; and 

a first layer 52 containing a light-emitting material; 

a second layer 6/71 containing a first organic compound 17 and a material 27 
having an electron donor property for the first organic compound; and 

a third layer 4/31 containing a second organic compound 13 and a material 23 
having an electron acceptor property for the second organic compound, 

wherein the first layer, the second layer, and the third layer are interposed 
between the pair of electrodes and sequentially formed in such a way that the third layer 
is formed to be in contact with one of the pair of electrodes. 

As for claim 28, Fujita et al. show the first organic compound is an organic 
compound having an electron transporting property (Col. 12, line 16). 

As for claim 29, Fujita et al. show the first organic compound is a metal complex 
having a ligand with a ^-conjugated skeleton (Col. 9, lines 40-42). 

As for claim 30, Fujita et al. show a material having an electron donor property is 
an alkali metal, an alkaline earth metal, or a rare earth metal (Col. 10, lines 65-67). 

As for claim 31 , Fujita et al. show the second organic compound is an organic 
compound having a hole transporting property (Col. 12, line 12). 
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As for claim 32, Fujita et al. show the second organic compound is an organic 
compound having an aromatic amine skeleton (Col 7, line 37). 

As for claim 34, Fujita et al. show an electrode of the pair of electrodes being in 
contact with the third layer is made from a conductive material formed by sputtering 
(Col. 7, lines 16-24). 

Regarding the process limitations ("forming by sputtering"), these would not carry 
patentable weight in this claim drawn to a structure, because distinct structure is not 
necessarily produced. 

Note that a "product by process" claim is directed to the product per se, no matter 
how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Brown, 
173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 324; In re 
Avery, 186 USPQ 161 ; In re Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal 
with this issue); and In re Marosietal., 218 USPQ 289, all of which make it clear that it 
is the patentability of the final product per se which must be determined in a "product by 
process" claim, and not the patentability of the process, and that an old or obvious 
product produced by a new method is not patentable as a product, whether claimed in 
"product by process" claims or not. Note that the applicant has the burden of proof in 
such cases, as the above case law makes clear. 

As for claim 35, Fujita et al. show the conductive material is transparent to visible 
light (Col. 7, line 20). 
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13. Claims 27-35 and 47-55, as best understood, are rejected under 35 
U.S.C. 102(e) as being anticipated by Tyan et al. (6,917,159). 

As for claims 27 and 47, Tyan et al. show in Fig. 6A and related text (i.e. example 
8b) a light-emitting element 200 comprising: 

a pair of electrodes 21 2R/21 6T; and 

a first layer 21 4C containing a light-emitting material; 

a second layer 214D/214E containing a first organic compound and metal having 
an electron donor property for the first organic compound; and 

a third layer containing 214A/214B second organic compound and a metal oxide 
having an electron acceptor property for the second organic compound, 

wherein the first layer, the second layer, and the third layer are interposed 
between the pair of electrodes and sequentially formed in such a way that the third layer 
is formed to be in contact with one of the pair of electrodes. 

As for claims 28 and 48, Tyan et al. show the first organic compound is an 
organic compound having an electron transporting property. 

As for claims 29 and 49, Tyan et al. show the first organic compound is a metal 
complex having a ligand with a ^-conjugated skeleton (Col. 10, line 40). 

As for claims 31 and 50, Tyan et al. show the second organic compound is an 
organic compound having a hole transporting property. 
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As for claims 32 and 51 , Tyan et al. show the second organic compound is an 
organic compound having an aromatic amine skeleton (Col. 8, line 65; Col. 9, line 16). 

As for claims 30 and 52, Tyan et al. show the metal is an alkali metal, an alkaline 
earth metal, or a rare earth metal (Col. 28, line 28). 

As for claims 33 and 53, Tyan et al. show the metal oxide comprises at least one 
compound selected from the group consisting of vanadium oxide, chromium oxide, 
molybdenum oxide, cobalt oxide, and nickel oxide (Col. 28, lines 16-17). 

As for claims 34 and 54, Tyan et al. show an electrode of the pair of electrodes 
being in contact with the third layer is made from a conductive material formed by 
sputtering (Col. 28, lines 12-13). 

Regarding the process limitations ("forming by sputtering"), these would not 
carry patentable weight in this claim drawn to a structure, because distinct structure is 
not necessarily produced. 

Note that a "product by process" claim is directed to the product per se, no matter 
how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Brown, 
173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 324; In re 
Avery, 186 USPQ 161 ; In re Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal 
with this issue); and In re Marosi et al., 218 USPQ 289, all of which make it clear that it 
is the patentability of the final product per se which must be determined in a "product by 
process" claim, and not the patentability of the process, and that an old or obvious 
product produced by a new method is not patentable as a product, whether claimed in 
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"product by process" claims or not. Note that the applicant has the burden of proof in 
such cases, as the above case law makes clear. 

As for claims 35 and 55, Tyan et al. show the conductive material is transparent 
to visible light (Abstract). 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. Claims 36, 47 and 56, as best understood, are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Fujita et al. (6,566,807) in view of Tyan et al. (6,917,159). 

As for claim 47, Fujita et al. disclosed substantially the entire claimed invention, 
as applied to claim 27 above. 

Fujita et al do not explicitly state that the material having the electron donor 
property is a metal for the first organic compound and the material having the electron 
acceptor property is a metal oxide for the second organic compound. 

Tyan et al. teach in Fig. 6A and related text (i.e. example 8B) the material having 
the electron donor property is a metal for the first organic compound and the material 
having the electron acceptor property is a metal oxide for the second organic 
compound. 
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It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to use a metal and a metal oxide, as taught by Tyan et al., as a 
material for first and second organic compounds, respectively, in Fujita et al.'s device, in 
order to improve the electroluminescent characteristics of the device. 

As for claims 36 and 56, the prior art combined device shows a part of the first 
layer comprises molybdenum oxide. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MEIYA LI whose telephone number is (571)270-1572. 
The examiner can normally be reached on Monday-Friday 7:30AM-5:00PM Eastern 
Standard Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne Gurley can be reached on (571) 272-1670. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/M. L.I 

Examiner, Art Unit 2811 
2/11/2009 

/Oh Nadav/ 

Primary Examiner, Art Unit 281 1 



